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Election/Restriction 
Claims 8, 9, 13, 20, 23, 42, and 48 remain withdrawn from further consideration 
pursuant to 37 CFR 1 .142(b) is view of election in the paper filed 2-24-2005. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-3, 6, 7, 10, 12, 15-17, 19, 22, 24, 27-30, 32-34, 38-41, 44-46 and 49-54 
are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. In each of the independent claims, it is unclear what is intended by the 
countersink having a cross-section that defines a flat surface since the countersink is in 
fact conical. Indeed, by definition, a conical surfaces is curved thus cannot also be flat 
even in cross-section. 

Claim 49, and 24 and 54, it is unclear what is intended by the outer diameter of 
the conical surface since the only conical surface found in the elected embodiment is a 
counter bore thus would only have an inner surface. 

The claims were examined as best understood. 

Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 6, 7, 10, 12, 15-17, 19, 22, 24, 27-30, 32-34, 38-41, 44-46, and 49-54 

are rejected under 35 U.S.C. 103(a) as being unpatentable over Hutter (US 5,704,747) 

in view of Peterson (US 5,096,350). As best seen in Fig.8, Hutter discloses fastener 

assembly including a nut (18) wherein the nut is shown to have a transition portion 

including a conical countersink and concave radius interface with a thickness greater 

than that of both a threaded cylindrical body and transverse base and spanning 

substantially the entire transition portion. Hutter further discloses the nut received within 

a retaining means (20) having a planer surface which allows the nut limited movement 

relative thereto. The fastener assembly is described as intended for use with 

automobile (column 1 , line 1 7). The formation of the body by heat treating or cold 

working is a product-by-process limitation wherein it is only the final product considered 

for patentability. Hutter does not disclose the configuration of the retaining means as 

formed pair of bent over flanges including open ends. Peterson discloses a similar type 

fastener assembly as Hutter but, Peterson discloses the retaining means formed as pair 

of flanges (34, 36) bent over to cover a nut base portion (see Fig. 2) and configured to 

include open ends. At the time the invention was made, it would have been obvious for 

one of ordinary skill in the art to replace the retaining means of Hutter with one as 

disclosed in Peterson because the retaining means disclosed in Peterson is of a 

simplified structure and Hutter does not have any criticality to the dome shaped 

retaining means and. The cage as disclosed in Peterson is only a single piece whereas 
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the Hutter is two separate pieces. Lastly, the specific material and its strength 
properties would have been recognized depending upon the particular application of the 
assembly. 

Since Hutter shows the shape of the countersink shape to be the same as that 
disclosed, it also inherently includes the "flat surface". 

In regards to claim 3, the welding of a cage nut is well known and would have 
been recognized as a substitute for the adhesive of Hutter depending upon the 
particular application. In other words, the skilled artisan would have recognized to weld 
the cage onto the substrate if the substrate were metal rather than composite. There is 
nothing which would preclude the cage from being welded onto a metal substrate. 

In regards to claims 24, 49 and 54, in order to satisfy the requirement that the 
outer diameter of the conical portion is greater than the first diameter (presuming the 
first diameter is intended to be that of the nut body) the first diameter is read as the 
inner diameter of the nut thus making the conical portion's diameter greater in relation 
thereto. 

Response to Remarks 

Even after the claims were amended, the 112 second paragraph rejection 
remains. As noted above, a conical surfaces cannot also be flat since a conical surface 
is curved as it tapers. 
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As regards to combinaiton of Hutter and Peterson, applicants first argue that one 
would not have been motivated to make the combination because the combination 
would not have the dome portion disclosed in Hutter which applicant argues it critical to 
Hutter since it permits the adhesive mounting at the flange. In response, while the 
examiner agrees that the combination would not include the dome portion, the examiner 
maintains the dome portion is not critical to Hutter. All that is required of the dome 
portion for it to perform its critical function of being adhesively mounted onto the 
substrate is for there to be a surface for being adhesively retained to the substrate. The 
critical function of Hutter is not a function of the dome but, instead is a provided for the 
by a planer bottom surface thus all that is critical is the planer bottom surface which, in 
fact, is similar to the planer bottom surface of the retaining means (cage) of Peterson. 

Applicants argue that replacement of the dome of Hutter would require riveting or 
welding to secure to secure the assembly to the substrate. In response, the examiner 
disagrees because, as discussed above the cage of Peterson discloses a planer bottom 
surface similar to the planer bottom surface provided by the flange of Peterson's dome 
thus, there is no reason why the planer bottom surface of Peterson's cage could also be 
adhesively mounted to the substrate. 

Applicants note that in Hutter the objective is to not require the assembly to be 
riveted to the substrate by enabling it to be adhesively mounted. In response, as again 
having discussed above, the planer bottom surface of the cage of Peterson would allow 
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for it to be adhesively mounted to the substrate thus not being counter to the objective 
of Hutter. Furthermore, while Hutter looks to avoid riveting, applicant incorrectly 
equates the deformation caused by riveting to welding. To the contrary, welding is more 
closely associated with an adhesive since they allow for connection at a point of 
contact, in fact, many adhesives are so powerful to make the connection permanent as 
a weld. It is simply not accurate to equate the riveting which Hutter is wanting to avoid 
to the welding as disclosed in Peterson. Also, the examiner disagrees that Hutter 
discloses it is undesirable to adhesively mount a nut plate since it require it to be 
pressed against the substrate with a passive force. Hutter's disclosure of the 
adhesively retained nut plate is under the heading of "Background of the Invention" and 
is simply that, a background, and is no way indicated as being undesirable. 

Applicants next argue that combination would render Hutter unsatisfactory for its 
intended purpose since it would require a passive force to hold the cage against the 
substrate. In response, the examiner first disagrees that a passive holding force is 
against the intended purpose of Hutter since as discussed above the passive holding 
force is only disclosed as background, not as something in contradiction to the intended 
purpose. Furthermore, the examiner also disagrees because once the combination was 
made, the cage assembly would still in operable in a similar manner to that disclosed 
Hutter. Indeed, there is nothing in the combination which would preclude the inclusion 
of the fixture pin nor the liner sleeve as disclosed to be desirable in Hutter. In that 
regard, applicant is reminded the test for obviousness is not whether the features of a 
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secondary reference may be bodily incorporated into the structure of the primary 
reference; nor is it that the claimed invention must be expressly suggested in any one or 
all of the references. Rather, the test is what the combined teachings of the references 
would have suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 
41 3, 208 USPQ 871 (CCPA 1 981 ). 

Applicant argues claims 10, 16 and 24, that neither Hutter nor Peterson discloses 
the countersink spanning the transition portion. In response, the examiner disagrees 
because given its broadest reasonable interpretation; the counter sink does span the 
transition portion. In other words, there is no limitation claimed of either the transition 
portion or countersink which would preclude the configuration disclosed in Hutter from 
reading on the limitations. 

Applicant argues claim 49, that neither Hutter nor Peterson discloses the features 
of claim 49. In response, as noted in the above rejection, it is unclear what are the 
features of claim 49 since the embodiment of Fig. 6 shows no outer diameter of the 
conical portion. Therefore, as understood, the outer surface of the conical portion is at 
its larger diameter end, which has a diameter greater than the first diameter of the 
threaded bore. 



i 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Flemming Saether whose telephone number is 571-272- 
7071. The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Swann can be reached on 571-272-7075. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/696,739 



Page 9 



Art Unit: 3677 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system^ see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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